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DETAILED ACTION 

Claim Objections 

Claim 1 1 is objected to because of the following informalities: The claim recites 
"The method as set forth in claim 3". Claim 3 is directed towards an apparatus. 

* 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 2, and 5-10 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1 recites the limitation "the degrees of importance" in line 1. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 8 recites the limitation "the degrees of importance" in line 3. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 9 recites the limitation "the respective e-mails" in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

As for claims 2, 5-7, 9, and 10 which claim dependency from independent claims 
1 and 8, these claims are also rejected under 35 U.S.C. 112, second paragraph for 
insufficient antecedent basis per the rationale of claims 1 and 8. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-8 and 10-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Johnson et al (US Patent #5,694,616) in view of Silverbrook et al (US Patent 

#6,816,274). 

Claim 1 discloses a method of outputting e-mails according to the degrees of 
importance of the e-mails in an e-mail facsimile machine that sends and/or receives e- 
mails, comprising: determining the degrees of importance of the e-mails; receiving the 
e-mails whose degrees of importance are determined; separating the received e-mails 
based upon the degrees of importance; and printing the e-mails whose degrees of 
importance are separated into groups in accordance with the degrees of importance. 
Johnson et al teaches a sender assigns a degree of importance to the message (figure 
2, #215-245 and column 3, line 62 - column 4, line 17), emails are received with a 
determined importance (figure 3, #300-310 and column 4, lines 18-26), and the emails 
are sorted (figure 3, #310-315 and column 4, lines 23-30). It fails to teach printing the e- 
mails whose degrees of importance are separated into groups in accordance with the 
degrees of importance. Silverbrook et al teaches printing the email based on the 
importance (column 48, lines 59-67). 
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Johnson et al and Silverbrook et al are analogous art because they are both 
related to the delivery of email. 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to use the print feature in Silverbrook et al with the system in Johnson et 
al because high priority messages may be printed and viewable upon receipt while low 
priority messages are able to be stored for later retrieval (Silverbrook, column 48, lines 
43-49). 

Claim 2 discloses the method as set forth in claim 1 , wherein printing the e-mails 
further comprises: displaying information of the e-mails whose degrees of importance 
are separated into groups in accordance with the degrees of importance of the e-mails. 
Johnson et al further teaches the emails with high priority are displayed at the top of the 
list of received messages (figure 3, #320-325 and column 4, lines 35-40). 

Claim 3 discloses an apparatus to output e-mails according to degrees of 
importance of the e-mails in an e-mail facsimile machine that sends and/or receives e- 
mails, comprising: a degree of importance determination unit to determine degrees of 
importance of e-mails, and to output the e-mails whose degrees of importance are 
determined; an e-mail sending and receiving unit to send and to receive the e-mails 
whose degrees of importance are determined; a degree of importance separation and 
process unit to separate the e-mails received from the e-mail sending and receiving unit 
into groups of varying degrees of importance, and to output the e-mails whose degrees 
of importance are separated into groups; and a degree of importance separation and 
print unit to print the e-mails whose degrees of importance are separated into groups in 



Application/Control Number: 10/726,520 Page 5 

Art Unit: 2141 

accordance with the degrees of importance. Johnson et al teaches a sender assigns a 
degree of importance to the message (figure 2, #215-245 and column 3, line 62 - 
column 4, line 17), emails are received with a determined importance (figure 3, #300- 
310 and column 4, lines 18-26), and the emails are sorted (figure 3, #310-315 and 
column 4, lines 23-30). It fails to teach a degree of importance separation and print unit 
to print the e-mails whose degrees of importance are separated into groups in 
accordance with the degrees of importance. Silverbrook et al teaches printing the email 
based on the importance (column 48, lines 59-67). 

Johnson et al and Silverbrook et al are analogous art because they are both 
related to the delivery of email. 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to use the print feature in Silverbrook et al with the system in Johnson et 
al because high priority messages may be printed and viewable upon receipt while low 
priority messages are able to be stored for later retrieval (Silverbrook, column 48, lines 
43-49). 

Claim 4 discloses the apparatus as set forth in claim 3, further comprising: a 
degree of importance separation and display unit to display information regarding the e- 
mails whose degrees of importance are separated in accordance with the degrees of 
importance. Johnson et al further teaches the emails with high priority are displayed at 
the top of the list of received messages (figure 3, #320-325 and column 4, lines 35-40). 
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Claim 5 discloses the method as set forth in claim 1 , wherein the degrees of 
importance of the e-mails are predetermined. Johnson et al further teaches the priority 
is predetermined by the sender prior to receipt by the receiver (column 3, lines 43-52). 

Claim 6 discloses the method as set forth in claim 1 , printing the e-mails 
comprises: saving the received e-mails. Silverbrook et al further teaches the emails are 
saved indefinitely if not flagged to be deleted upon receipt (column 48, lines 59-67). 

Claim 7 discloses the method as set forth in claim 1, wherein the printing of the 
e-mails in accordance with the degrees of importance comprises printing the e-mails to 
separate bins according to the degrees of importance. Silverbrook et al further teaches 
the emails may be stored in separate folders based on certain criteria (column 48, lines 
50-58). 

Claim 8 discloses a method of sorting and outputting e-mails in an e-mail 
facsimile machine that sends and/or receives emails according to assigned degrees of 
importance, comprising: determining the degrees of importance of each e-mail based on 
the assigned degrees of importance of the e-mails; receiving the e-mails with 
determined degrees of importance; separating the degrees of importance of the e-mails; 
and outputting the e-mails in accordance with the degrees of importance. Johnson et al 
teaches a sender assigns a degree of importance to the message (figure 2, #215-245 
and column 3, line 62 - column 4, line 17), emails are received with a determined 
importance (figure 3, #300-310 and column 4, lines 18-26), and the emails are sorted 
(figure 3, #310-315 and column 4, lines 23-30). It fails to teach outputting the e-mails in 
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accordance with the degrees of importance. Silverbrook et al teaches printing the email 
based on the importance (column 48, lines 59-67). 

Johnson et al and Silverbrook et al are analogous art because they are both 
related to the delivery of email. 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to use the print feature in Silverbrook et al with the system in Johnson et 
al because high priority messages may be printed and viewable upon receipt while low 
priority messages are able to be stored for later retrieval (Silverbrook, column 48, lines 
43-49). 

Claim 10 discloses the method as set forth in claim 2, wherein the displaying of 
the information regarding the e-mails comprises: sequentially arranging the information 
regarding the e-mails according to the degrees of importance of the e-mails. Johnson 
et al further teaches the high priority messages are listed at the top of the list (column 4, 
lines 26-40). 

Claim 1 1 discloses the method as set forth in claim 3, wherein the degree of 
importance separation and print unit outputs printing signals of the e-mails 
corresponding to the degrees of importance. Silverbrook et al further teaches 
messages are printed based on the priority level (column 48, lines 59-67). 

Claim 12 discloses an apparatus to sort and output e-mails in an e-mail facsimile 
machine, comprising: a degree of importance determination unit to determine degrees 
of importance of the e-mails, and to output the e-mails; an e-mail sending and receiving 
unit to send and to receive the e-mails whose degrees of importance are determined; a 
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degree of importance separation and process unit to sort the e-mails into groups of 
varying degrees of importance, and to output the e-mails; and a degree of importance 
separation and print unit to output the e-mails in accordance with the degrees of 
importance. Johnson et al teaches a sender assigns a degree of importance to the 
message (figure 2, #215-245 and column 3, line 62 - column 4, line 17), emails are 
received with a determined importance (figure 3, #300-310 and column 4, lines 18-26), 
and the emails are sorted (figure 3, #310-315 and column 4, lines 23-30). It fails to 
teach a degree of importance separation and print unit to output the e-mails in 
accordance with the degrees of importance. Silverbrook et al teaches printing the email 
based on the importance (column 48, lines 59-67). 

Johnson et al and Silverbrook et al are analogous art because they are both 
related to the delivery of email. 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to use the print feature in Silverbrook et al with the system in Johnson et 
al because high priority messages may be printed and viewable upon receipt while low 
priority messages are able to be stored for later retrieval (Silverbrook, column 48, lines 
43-49). 

Claim 13 discloses the apparatus us set forth in claim 12, wherein the degree of 
importance separation and print unit outputs the e-mails in accordance with the degrees 
of importance by displaying information regarding the e-mails in accordance with the 
degrees of importance. Silverbrook et al further teaches the email is printed if it is a 
high priority message (column 48, lines 59-67). 
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Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Johnson 
et al (US Patent #5,694,616) in view of Silverbrook et al (US Patent #6,816,274) as 
applied to claim 8 above, and further in view of Skladman et al (US Patent #6,400,810). 

Claim 9 discloses the method as set forth in claim 8, wherein the outputting of the 
e-mails comprises: generating alarms corresponding to the degrees of importance of 
the respective e-mails when outputting the e-mails. Johnson et al in view of Silverbrook 
et al teaches the limitations of claim 8 as recited above. It fails to teach generating 
alarms corresponding to the degrees of importance of the respective e-mails when 
outputting the e-mails. Skladman et al teaches of issuing an alert to notify the user 
when a priority message is received (column 5, lines 26-42 and 65-67). 

Johnson et al in view of Silverbrook et al and Skladman et al are analogous art 
because they are both related to email delivery. 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to use the alert feature in Skladman et al with the system in Johnson et al 
in view of Silverbrook et al because subscribers are alerted quickly of priority messages 
and prevented from receiving unwanted messages (Skladman, column 2, lines 35-41). 

Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rachelson (US Patent #6,157,706) in view of Usami (US PGPUB US2002/01 54746) as 
per the rejection to the related Chinese Patent Application 200310124352 issued 
February 18, 2005. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Usami (US PGPUB US2002/01 54746) teaches automatically 
categorizing received mail messages. Rachelson (US Patent #6,157,706) teaches 
enabling a facsimile machine to be an email client. Bates et al (US PGPUB 
US2003/0014490) teaches a collating table for email. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian J. Gillis whose telephone number is 571-272- 
7952. The examiner can normally be reached on M-F 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal Dharia can be reached on 571-272-3880. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 
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Examiner 
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